
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Slates Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/677,130 



10/01/2003 



Bruce Hinton 



26353 7590 06/06/2005 

westinghouse electric COMPANY, LLC 

P.O. BOX 355 

PITTSBURGH, PA 15230-0355 



NSD2002-013 



3893 



EXAMINER 



ART UNIT 



GREENE, DANIEL LAWSON 

n 



PAPER NUMBER 



3641 

DATE MAILED: 06/06/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 

10/677,130 


Applicant(s) 
HINTON ETAL 


Examiner 

Daniel L Greene Jr. 


Art Unit 

3641 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 10 May 2005 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-3 and 5-10 is/are pending in the application. 

4a) Of the above claim(s) 6 and 7 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 1-3,5 and 8-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)EI The drawing(s) filed on 22 January 2004 is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration js objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. CD Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/10/2005 has been entered. 

2. The Office acknowledges the 5/10/2005 cancellation of claims 1 1 and 12. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore the grooves within the 
penetrating nozzle , radially extending farther from the axis of the penetration nozzle 
than the counter bore, must be shown or the features canceled from the claims. No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
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and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

6. Claims 1-3, 5 and 8-10 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabled for one penetration nozzle 
extending in one penetration, the specification fails to disclose how a plurality of 
penetration nozzles may extend in only one penetration. 

7. Claims 1-3, 5, and 8-10 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable 
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one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

There is no adequate description or enabling disclosure of how and in 
what manner the grooves may be provided in the penetration nozzle such that 
they radially extend farther from the axis of the penetration nozzle than does the 
counter bore since said grooves are presumably cut INTO said nozzle. 
8. Claims 1-3, 5, and 8-10 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

a. Claim 1 is vague, indefinite and incomplete as to what all is meant by and 
encompassed by the phrase " partially defined by a convex surface" since the 
term partially is a relative term the metes and bounds of the claim are undefined. 

b. Claim 1 is vague, indefinite and incomplete as to how and in what manner 
a plurality of penetration nozzles may extend in only one penetration. 

c. Claims 2 and 3 are vague, indefinite and incomplete in defining whether 
the grooves are actually located in the penetration wall, the penetration nozzle or 
both. Applicant is reminded of applicant's 8/1 1/2004 response and election of 
species A, as shown in Figures 4 and 5, which is drawn to the wall having the 
grooves, not the tubes (Species C). Therefore, applicant is required to amend 
these claims to be consistent with the elected embodiment. 

d. Claim 10 is vague, indefinite and incomplete as to how and in what 
manner a groove in the penetration nozzle may extend farther from the axis of 
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said penetration nozzle than the counter bore, when the grooves apparently 
extend into said penetration nozzle vice therefrom. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1 to 3, 5 and 8-10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Weems (U.S. 5,367,768) for the reasons set forth in section 2 of the 
3/31/2005 Office Action. 

Regarding applicant's 5/10/2005 amendment to claim 1 wherein the 
groove is partially defined by a convex surface, it must be understood that the 
crack and surface irregularities, as explained in said previous office action, 
inherently contain and therefor are at least partially defined by a convex surface 
at some point. Applicant's amendment has not defined over the crack. 

Weems inherently discloses claim 10. (Note page 3, third paragraph of 
applicant's arguments received 1/3 1/2005 wherein applicant states that 
substantial cracks and a hole the size of a man's fist were discovered.) The 
grooves are inherently capable of extending farther from the axis of the 
penetration nozzle than the counter bore, and it is only necessary that this 
capability be present in order to anticipate the claim. 
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As to limitations which are considered to be inherent in a reference, note the case 
law In re Ludtke, 169 USPQ 563, In re Swinehart, 169 USPQ 226, In re Fitzgerald, 
205 USPQ 594, In re Best et al. 195 USPQ 430, and In re Brown, 173 USPQ 
685,688. 

It is noted that the claim contains statements of intended or desired use . 

However, there is well settled case laws that such statements (such as how far a 

groove is cut/machined, grown, etc. into a surface) as to possible future acts or to 

what may happen in a method or operation, are essentially method limitations or 

statements of intended or desired use and do not serve to patentably distinguish 

the claimed structure over that of the references. See In Re Pearson , 181 USPQ 

641: In re Yanush . 177 USPQ 705; In re Finsterwalder , 168 USPQ 530; In re Casey. 

152 USPQ 235; In re Otto , 136 USPQ 458; Ex parte Masham . 2 USPQ 2 nd 1647. 

See MPEP 2114 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham . 2 USPQ 2 nd 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danlv . 120 USPQ 528, 531 . 

Apparatus claims cover what a device is, not what a device does. Hewlett- Packard Co. 
v. Bausch & Lomb Inc.. 1 5 USPQ 2 nd 1 525, 1 528 

As set forth in MPEP 2115, a recitation in a claim to the material or article 

worked upon, does not serve to limit an apparatus claim. 
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Conclusion 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L Greene Jr. whose telephone number is (571 ) 
272-6876. The examiner can normally be reached on Mon-Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael J Carone can be reached on (571) 272-6873. The fax phone 
number for the organization where this application or proceeding is assigned is.703- 
872-9306. 

13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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